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DETAILED ACTION 
Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "A Method and an Apparatus for Selection of Location 
Available Services". 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

3. Claims 1-11, 14-16, and 18-21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Kinnunen et al. (U.S. P.G.-Pub. No. 2001/0018349). 

Regarding claim 1, Kinnunen et al. disclose an automated service handoff system 
(An automated service integrated into a cellular communication system which track 
mobile telephones by a cell identity regarding the current cell in which they are located, 
therefore such cellular communication system incorporate "handoff upholding 
communications between the cellular communication system and the mobile telephones; 
Page 1, Paragraph 3; Fig. 1), comprising: a service registry including a list of available 
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services (Wherein the communication network comprises a service configuration 
associated by a service repository v/hich contains the available or actual services; Page 6, 
Paragraph 108 Page 7, Paragraph 120; Fig. 2, items 254 and 256) ; a mobile device 
associated with a current location (A mobile terminal associated with a particular 
location; Page 1, Paragraph 7), wherein the mobile device includes a list of preferred 
services (The mobile terminal comprising an LDS client for identifying user preferred 
services; Page 4, Paragraph 76; Page 5, Paragraphs 94, 100, and 101), wherein the 
mobile device is capable of sending a query including a service location associated with 
the current location (Receiving service queries from the mobile terminals subsequently 
obtaining the location information associated with the mobile terminal; Page 6, 
Paragraphs 110, 114-116) and at least one selected member of the list of preferred 
services to the service registry (Service being selected by the user of the mobile terminal 
from user pre-set service preferences; Page 5, Paragraphs 100-102), and wherein the 
mobile device is capable of receiving a response to the query from the service registry 
including at least one selected member of the list of available services (Wherein after 
receiving a query from the mobile terminal containing a user profile fiirther containing 
location and service preferences associated with said mobile terminal, the network 
service configuration identifies those services associated with the user profile and 
determine which actual or available services matched the user profile; Page 6, Paragraph 
109; Page 7, Paragraphs 124-125); and a location determination module capable of 
determining the current location of the mobile device and capable of being 
communicatively coupled with the mobile device (A location determination module such 
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as an electronic system or location information sources comprising location techniques 
such as GPS, and Time of Arrival that can be provided from the mobile terminal, 
therefore said module being communicatively coupled to the mobile terminal; Page 1, 
Paragraph 6; Page 2, Paragraphs 23 and 37; Page 5, Paragraph 95). 

Regarding claim 2, and as appHed to claim 1, Kinnunen et al. disclose the 
aforementioned automated service handoff system, wherein the service registry is an 
extensible markup language-based registry (Wherein the network location server stores 
location information using extensible markup language (XML); Page 6, Paragraph 110). 

Regarding claim 3, and as applied to claim 1, Kinnunen et al. disclose the 
aforementioned automated service handoff system, wherein the list of available services 
includes a service provider (Service Providers that register actual services with the 
network; Page 6, Paragraph 108), a service type (A service characteristic such as service 
type; Page 6, Paragraph 109), and a service location for the at least one selected member 
of the list of available services (Wherein the actual or available service is provided with 
location information; Page 6, Paragraph 110). 

Regarding claim 4, and as appUed to claim 1, Kinnunen et al. disclose the 
aforementioned automated service handoff system, wherein the mobile device is capable 
of being bound to the at least one selected member of the list of available services 
(Finding a match between the service preferences associated with the user profile and the 
actual or available services in the proximity area provided by the network; Page 6, 
Paragraph 109; Page 7, Paragraphs 124-127). 
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Regarding claim 5, and as applied to claim 1, Kinnunen et al. discloses the 
aforementioned automated service handoff system, wherein the location determination 
entity is included in the mobile device (A location determination entity such as an 
electronic system or location information sources comprising location techniques that can 
be provided from the mobile terminal, therefore said module included in the mobile 
terminal; Page 1, Paragraph 6; Page 2, Paragraphs 22 and 37; Page 5, Paragraph 95). 

Regarding claim 6, and as apphed to claim 5, Kinnunen et al. disclose the 
aforementioned automated service handoff system, wherein the location determination 
entity includes a global positioning system receiver (A GPS receiver incorporated into a 
mobile terminal such as mobile telephone; Page 1, Paragraph 6). 

Regarding claim 7, and as applied to claim 1, Kinnunen disclose the 
aforementioned automated service handoff system, wherein the mobile device includes a 
memory in which a plurality of location signatures are stored (The LDS client module 
installed into the mobile terminal recording sources of location information and assigning 
an identifier to those sources of location information; Page 5, Paragraphs 99 and 101). 

Regarding claim 8, and as applied to claim 1, Kinnunen disclose the 
aforementioned automated service handoff system, further comprising: a computer 
capable of being communicatively coupled with the mobile device and transmitting the 
list of preferred services to the mobile device (Wherein the mobile terminal service view 
agent provides the mobile terminal with capability to browse services on the network; 
Page 5, Paragraph 101). 
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Regarding claim 9, and as applied to claim 1, Kinnunen et al. disclose the 
aforementioned automated service handoff system, further comprising: at least one 
computer capable of publishing the at least one selected member of the list of available 
services to the service registry {Page 5, Paragraph 101). 

Regarding claim 10, Kinnunen et al. disclose a mobile device (A mobile terminal; 
Page 1, Paragraph 10), comprising: a processor module (An LDS client pre-installed in 
the mobile terminal for determination and selectivity of location dependent services; 
Page 5, Paragraph 94); a local memory communicatively coupled to the processor 
module and capable of storing a list of preferred services (LDS client comprising a user 
profile agent for recording characteristics relevant to the provision of services; Page 5, 
Paragraph 100), a current location of the mobile device (A mobile terminal associated 
with a particular location; Page 1, Paragraph 7; Page 1, Paragraph 6; Page 2, 
Paragraphs 23 and 37; Page 5, Paragraph 95), and a previous location of the mobile 
device (Means for updating location information; Page 7, Paragraphs 126-128); and a 
communications medium interface communicatively coupled to the processor module 
and capable of being communicatively coupled to a service registry for sending a query 
including a service location associated with the current location of the mobile device 
(Receiving service queries from the mobile terminals subsequently obtaining the location 
information associated with the mobile terminal; Page 6, Paragraphs 110, 114-116) and 
at least one selected member of the list of preferred services to the service registry 
(Service being selected by the user of the mobile terminal from user pre-set service 
preferences; Page 5, Paragraphs 100-102). 
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Regarding claim 11, and as applied to claim 10, Kinnunen et al. disclose the 
aforementioned mobile device, fUrther comprising: a location determination module 
capable of determining the current location of the mobile device (A location 
determination module such as an electronic system or location information sources for 
determining the current location of the mobile terminal; Page 1, Paragraph 6; Page 2, 
Paragraphs 23 and 37; Page 5, Paragraph 95). 

Regarding claim 14, Kinnunen et al. disclose a method of automating service 
handoff operations (An automated service integrated into a cellular communication 
system which track mobile telephones by a cell identity regarding the current cell in 
which they are located, therefore such cellular communication system incorporate 
"handoff upholding communications between the cellular communication system and 
the mobile telephones; Page I, Paragraph 3; Fig. 1), comprising: determining a current 
location of a mobile device (A location determination module such as an electronic 
system or location information sources comprising location techniques such as GPS, and 
Time of Arrival for determining a current location of a mobile terminal; Page 1, 
Paragraph 6; Page 2, Paragraphs 23 and 37; Page 5, Paragraph 95); sending a first 
query including a service location associated with the current location and at least one 
selected member of a list of preferred services associated with the mobile device to a 
service registry (Receiving service queries fi-om the mobile terminals subsequently 
obtaining the location information associated with the mobile terminal; Page 6, 
Paragraphs 110, 114-116); receiving a response to the query from the service registry 
including at least one selected member of a list of available services maintained by the 
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service registry (Wherein after receiving a query from the mobile terminal containing a 
user profile fiirther containing location and service preferences associated with said 
mobile terminal, the network service configuration identifies those services associated 
with the user profile and determine which actual or available services matched the user 
profile; Page 6, Paragraph 109; Page 7, Paragraphs 124-125); _md binding the at least 
one selected member of the list of available services maintained by the service registry to 
the mobile device (Finding a match between the service preferences associated with the 
user profile and the actual or available services in the proximity area provided by the 
network; Page 6, Paragraph 109; Page 7, Paragraphs 124-127). 

Regarding claim 15, and as applied to claim 14, Kinnunen et al. disclose the 
aforementioned method, fiirther including: determining that the mobile device has moved 
to a new current location (The mobile terminal sends location information concerning its 
new location to the location server; Page 7, Paragraph 128); and sending a second query 
including a service location associated with the new current location (Automatic request 
for new available service as the mobile terminal moves into another service deployment 
area; Page 7, Paragraphs 126, 128 and 131) and the at least one selected member of the 
list of preferred services associated with the mobile device to the service registry 
(Remote update provided wherein the mobile terminal service view agent updates its 
view so that the user of the mobile terminal can see the current range of available 
services; Page 7, Paragraphs 128 and 131). 

Regarding claim 16, and as applied to claim 15, Kinnunen et al. disclose the 
aforementioned method, wherein determining that the mobile device has moved to a new 
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current location further includes: storing the current location as a previous location (A 
location determination module such as an electronic system or location information 
sources comprising location techniques such as GPS, and Time of Arrival for 
determining a current location of a mobile terminal; Page 1, Paragraph 6; Page 2, 
Paragraphs 23 and 37; Page 5, Paragraph 95); determining the new current location of 
the mobile device (The mobile terminal sends location information concerning its new 
location to the location server; Page 7, Paragraph 128); and determining that the new 
current location is not the same as the previous location (Wherein the "service 
configurator" checks the new current location against the previously stored services and 
identifies those which are newly available; Page 7, Paragraphs 126-131). 

Regarding claim 18, and as applied to claim 14, Kinnunen et al. disclose the 
aforementioned method, further including: storing a plurality of location signatures in a 
memory of the mobile device (The LDS client module installed into the mobile terminal 
recording sources of location information and assigning an identifier to those sources of 
location information; Page 5, Paragraphs 99 and 101). 

Regarding claim 19, and as applied to claim 18, Kinnunen et al. disclose the 
aforementioned method, further including: determining that the mobile device has moved 
to a new current location (Wherein the "service configurator" checks the new current 
location against the previously stored services and identifies those which are newly 
available; Page 7, Paragraphs 126-131); and recalling a selected one of the plurality of 
location signatures associated with the new current location (Storing network service 
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registrations associated with frequent polling retrieved when moving to a new location; 
Page 8, Paragraph 142, Page 9, Paragraph 148). 

Regarding claimn 20, and as applied to claim 15, Kirmunen disclose the 
aforementioned method, further including: informing a user of the mobile device that the 
at least one selected member of the list of preferred services associated with the mobile 
device is not available for use by the mobile device (When the mobile terminals moves 
out its current service deployment area the service repository determines that certain 
services are no longer available; Page 7, Paragraph 131, Page 8, Paragraphs 141-142). 

Regarding claim 21, and as applied to claim 20, Kinnunen et al. disclose the 
aforementioned method, further including: binding an alternative available service to the 
mobile device (Registration of a new service as it becomes available once the mobile 
terminal moves to another service deployment area; Page 7, Paragraphs 128-131, Page 
8, Paragraphs 139-142). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 12-13 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kinnunen et al. (U.S. P.G.-Pub. No. 2001/0018349) in view of Hayduk (U.S. P.G.-Pub. No. 
2003/0054833). 

Regarding claim 12, and as applied to claim 10, Kiimunen et al. disclose the 
aforementioned mobile device. Kirmunen et al. fail to clearly specify said mobile device 
further comprising: a timer coupled to the processor module for determining a service 
query update interval. 

In the same field of endeavor, Hayduk discloses a time operation for selecting 
upon user request a service query update interval for downloading an associated 
application after a predetermined time {Page 3, Paragraph 24). 
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Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Kiimunen et al. mobile device/element to include 
time-based operation as taught by Hayduk for the purpose of updating time variant 
applications such as weather reports after a predetermined amount of time has elapsed. 

Regarding claim 13, and as applied to claim 10, Kinnunen et al. disclose the 
aforementioned mobile device. Kinnunen et al. fail to clearly specify said mobile device 
further comprising: a comparator coupled to the processor module for determining 
whether a selected number of services are available for binding to the mobile device. 

In the same field of endeavor, Hayduk discloses a system, an apparatus, and a 
method for broadcasting service preferences and related applications to a mobile element. 
In addition Hayduk discloses said mobile element comprising a comparator coupled to 
the processor module (Fig. 1, item 137) for determining whether a selected number of 
services are available for binding to the mobile device (Wherein the comparator for 
matching a list of related preferences with those available provided by the network 
broadcaster; Page 2, Paragraphs 15-16; Page 3, Paragraph 25). 

Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Kinnunen et al. system for providing location 
dependent services to a mobile terminal to include a comparator coupled to the mobile 
device processor as taught by Hayduk for the purpose of minimizing task operations for 
matching services selected by a user of a mobile device at the network therefore 
providing intelligent classification of services performed directly at the mobile device. 
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Regarding claim 17, and as applied to claim 15, Kirmunen et al. disclose the 
aforementioned method. Kinnunen et al. fail to clearly specify said method fiirther 
including: determining that a polling interval time period has ended. 

In the same field of endeavor, Hayduk discloses a time operation for selecting 
upon user request a service query update interval for downloading an associated 
application after a predetermined time (Page 3, Paragraph 24). 

Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Kinnunen et al. mobile device/element to include 
time-based operation as taught by Hayduk for the purpose of updating time variant 
applications such as weather reports after a predetermined amount of time has elapsed. 

8. Claims 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kinnunen 
et al. (U.S. P.G.-Pub. No. 2001/0018349) in view of Lelievre et al. (U.S. P.G.-Pub. No. 
2003/0040272). 

Regarding claims 22-25, and as each applied to claim 14, Kinnunen et al. disclose 
the aforementioned method binding an ahemative available service to the mobile device. 
Kinnunen et al. fail to clearly specify ftirther including: determining that a quality of 
service associated with the at least one selected member of the list of available services 
included in the service registry has degraded (claim 22) and retrieving the quality of 
service associated with the at least one selected member of the list of available services 
from a service provider included at the service registry associated with the at least one 
selected member of the list of available services (claims 23-25). 
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In the same field of endeavor, Lelievre et al. disclose a method for the selection of 
location-based services taking in account the acceptability of a quality of service as a 
parameter for selecting a location-based service and retrieving the quality of service 
associated with the at least one selected member of the list of available services from a 
service provider included at the service registry associated with the at least one selected 
member of the list of available services {Page 5, Paragraph 47). 

Therefore it would have been obvious to one with ordinary skill in the art at the 
time the invention was made to have Kinnunen et al. method for binding alternative 
available services to include selection based parameters such as quality of service as 
taught by Lelievre et al. for the purpose of providing more stringent services 
requirements when acquiring network location-based services. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. Richton (U.S. Pat. No. 6,650,902), Method and Apparatus for Wireless 
Telecommunications System that Provides Location-Based Information Delivery to a 
Wireless Mobile Unit. 

b. Portman et al. (U.S. P.G.-Pub. No. 2002/0160766), Location Based Services. 

c. Grube et al. (U.S. Pat. No. 5,778,304), Method for Providing Communication 
Services Based on Geographic Location. 
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10. Any response to this Office Action should be faxed to (703) 872-9306 or mailed to: 

Commissioner of Patents and Trademarks 

P.O. Box 1450 
Alexandria, VA 22313-1450 

Hand-delivered responses should be brought to 



11. Any inquiry concerning this communication on earlier communications from the 
Examiner should be directed to Ismael Quinones whose telephone number is (703) 305-8997. 
The Examiner can normally be reached on Monday-Friday from 8:00am to 5:00pm. 

12. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Marsha D. Banks-Harold can be reached on (703) 305-4379, and fax number is (703) 
746-9818. The fax phone number for the organization where this application or proceeding is 
assigned is (703) 872-9301. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose number is (703) 305-4700 or call customer service 
at (703) 306-0377. 



Crystal Park II 



2021 Crystal Drive 



Arlington, VA 22202 



Sixth Floor (Receptionist) 



Application/Control Number: 09/995,432 
Art Unit: 2686 

Ismael Quihones 
I.Q. 

May 17, 2004 




R^TENTEXAMfNaS 



